THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered

today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 8

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte M CHAEL E. ORLOWEKI

Appeal No. 96-1823
Application No. 08/187,521*

ON BRI EF

Bef ore CALVERT, Adni nistrative Patent Judge, MCANDLI SH, Seni or
Adnmi ni strative Patent Judge and NASE, Admi nistrative Patent

Judge.
NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

fromthe examner's fina

This is a decision on appeal

rejection of clainms 1 through 6, which are all of the clains

pending in this application.

We REVERSE

1 Application for patent filed January 28, 1994.
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BACKGROUND

The appellant's invention relates to a putter having
vi bration danping material in the shaft. Cains 1 and 5 are
representative of the subject matter on appeal and a copy of
those clains, as they appear in the appendix to the exam ner's

answer, is attached to this deci sion.

The prior art references of record relied upon by the

exam ner as evidence of obviousness under 35 U S.C. § 103 are:

Bills, Jr. 3,083, 969 Apr. 2, 1963
(Bills)

kunoto et al. 5,007, 643 Apr. 16, 1991
( Gkunot 0)

Fry 2, 200, 560 Aug. 10, 1988

(United Ki ngdom

Clainms 1 through 6 stand rejected under 35 U . S.C. 8§ 103 as

bei ng unpatentable over Bills in view of Fry and Ckunoto.

Rat her than reiterate the conflicting viewoints advanced by
the exam ner and the appellant regarding the 8 103 rejection, we
make reference to the examner's answer (Paper No. 7, mailed

March 16, 1995) for the exam ner's conplete reasoning in support
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of the rejection, and to the appellant's brief (Paper No. 6,
filed February 13, 1995) for the appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it is
our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prinma facie case of obviousness with

respect to clainms 1 through 6. Accordingly, we wll not sustain
the examner's rejection of clains 1 through 6 under 35 U.S. C

8 103. Qur reasoning for this determ nation foll ows.

In rejecting clains under 35 U. S.C. § 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993). A prima facie case of obviousness

is established by presenting evidence that the reference

t eachi ngs woul d appear to be sufficient for one of ordinary skil
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in the relevant art having the references before himto make the

proposed conbi nation or other nodification. See In re Lintner, 9

F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). Furthernore, the

conclusion that the clainmed subject matter is prima facie

obvi ous nust be supported by evidence, as shown by sone objective
teaching in the prior art or by know edge generally available to
one of ordinary skill in the art that would have | ed that

i ndi vidual to conbine the relevant teachings of the references to

arrive at the clained i nvention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQRd 1596, 1598 (Fed. Cir. 1988). Rejections based on
8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt that
the invention is patentable, resort to specul ation, unfounded

assunption or hindsight reconstruction to supply deficiencies in

the factual basis for the rejection. See In re Warner, 379 F.2d

1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied, 389 U S.

1057 (1968). CQur review ng court has repeatedly cautioned
agai nst enpl oyi ng hi ndsi ght by using the appellant's disclosure
as a blueprint to reconstruct the clainmed invention fromthe

i sol ated teachings of the prior art. See, e.qg., Gain Processing
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Corp. v. Anerican Mize-Products Co., 840 F.2d 902, 907, 5 USPQd

1788, 1792 (Fed. Cir. 1988).

Wth this as background, we analyze the exam ner's rejection
of i ndependent clains 1 and 6 based on 35 U.S.C. § 103 as being

unpatentable over Bills in view of Fry and Ckunot o.

In the rejection (answer, pp. 3-4), the exam ner determ ned
that: (1) Bills uses a foaned plastic material to reduce unwanted
vi bration, thus inproving the feel of the club head; (2) Bills
differs fromthe clained invention in that Bills does not
disclose a filling conprising an epoxy resin and m crobal | oons;
(3) Okunoto shows it to be old in the golf art to use an epoxy
resin and mcroballoon mxture to replace a foam nateri al
conventionally used in clubs since the mxture increases the
fracture strength of the club head; and (4) Fry discloses a
filler material in a putter that is used to selectively weight
either the head or shaft in order to inprove the feel of the
club. The exam ner then determ ned that it woul d have been
obvious to one skilled in the art to nodify Bills by replacing
the foamused in the shaft portion with a resin and m crobal | oon

m xture as taught by Ckunmpto since Fry would have notivated the
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skilled artisan to extend and apply the teachings of Ckunoto,
which is concerned with club head feel, to Bills, which is

concerned with shaft feel.

Qur review of Bills, Fry and Okunoto reveals that the
teachi ngs therein would not have rendered the clai ned subject
matter obvious to one of ordinary skill in the relevant art at
the tinme of the appellant's invention. |In that regard, we see no
teaching in the applied prior art that would have suggested
either of the following limtations: (1) arigid filling
replacing the air within the putter shaft, wherein the rigid
filling conprises an epoxy resin filled with m croball oons, as
recited in claiml, or (2) injecting the mcroballoon filled
[iquid epoxy resin into the handle end of the putter shaft and
then permtting the epoxy resin to cure wwthin the putter shaft
as recited in claim5. W agree wth the appellant's argunent
(brief, p. 4) that the conplete filling of Bills' shaft with the
epoxy resin and m croball oon m xture of Okunpbto woul d destroy the
normal sort of shaft flex that Bills teaches to provide in his
club shaft. Thus, it would not have been obvious to one of
ordinary skill in the art at the tinme of the appellant's

invention to conpletely fill Bills' shaft with Ckunoto's m xture.
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Furthernore, while the epoxy resin and m croball oon mxture is
known as taught by Ckunoto, this by itself or in conbination with
Bills and Fry is not sufficient, in our opinion, to render
obvious either of the limtations nentioned above. That is, we
see no notivation of why one skilled in the art would have used
Okunoto's m xture to break the hollow interior of Bills' shaft
into distinct cells to disrupt the pressure waves instead of the
foam taught by Bills.? Thus, it appears to us that the exam ner
has engaged in a hindsight reconstruction of the clained
invention. This, of course, is inpermssible.® Since all the
[imtations of independent clains 1 and 5 are not taught or
suggested by the applied prior art, the examner has failed to

meet the initial burden of presenting a prima facie case of

obvi ousness.* Thus, we cannot sustain the exam ner's rejection

of appealed clains 1 and 5, or clains 2 through 4 and 6 which

2 Bills teaches (colum 2, lines 12-21) that a very smal
quantity of foanmed plastic material is included in the holl ow
interior of the shaft to break the interior of the shaft into
distinct cells or pockets to disrupt pressure waves that tend to
develop in the air cavity within the shaft.

S |Inre Fine, supra; In re Warner, supra.

“ Note In re Rijckaert, supra; In re Lintner, supra;, and ln
re Fine, supra.
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depend therefrom under 35 U . S.C. 8 103 as bei ng unpat entabl e

over Bills in view of Fry and Ckunoto.
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CONCLUSI ON

To summarize, the decision of the examner to reject clains
1 through 6 under 35 U.S.C. 8 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
HARRI SON E. McCANDLI SH, Seni or ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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EDGAR W AVERI LL, JR
AVERI LL AND VARN
8244 PAI NTER AVENUE
VWH TTI ER, CA 90602
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APPENDI X

1. An inproved putter of the type having a holl ow shaft
with a handle at one end and a putter head at the other end and
having a volume of air within the interior of said putter shaft,
wherein the i nprovenent conprises:

arigid filling replacing the air within said putter
shaft, said rigid filling conprising an epoxy resin filled with
m crobal | oons, said filling being bonded to the interior of said
shaft.
5. A process for inproving the feel of a putter having a

hol | ow shaft with a handle at one end and a putter head at the
ot her end conprising the steps of:

mxing a liquid epoxy resin wth a hardener and at
| east 35 percent by weight of mcroballoons to provide a
m crobal l oon filled with epoxy resin;

injecting said mcroballoon filled liquid epoxy resin
into the handle end of the putter shaft; and

permtting the epoxy resin to cure wwthin said putter
shaft.
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